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NONFINAL OFFICE ACTION

 

Response deadline.  File a response to this nonfinal Office action within three months of the “Issue 
date” below to avoid abandonment of the application. Review the Office action and respond using one 
of the links to the appropriate electronic forms in the “How to respond” section below.

Request an extension.  For a fee, applicant may request one three-month extension of the response 
deadline prior to filing a response. The request must be filed within three months of the “Issue date” 
below. If the extension request is granted, the USPTO must receive applicant’s response to this letter 
within six months of the “Issue date” to avoid abandonment of the application.

Issue date:  February 8, 2024

The applicant’s most recent response and amendment to allege use have been reviewed by the assigned 
trademark examining attorney. The amendment to allege use satisfies the minimum filing requirements 
under 37 C.F.R. §2.76(c) and it satisfies all statutory requirements. See TMEP §1104.10.  However, 
based on information and/or documentation in applicant’s most recent response, the trademark 
examining attorney now issues the following new refusal: Registration is refused on the Supplemental 
Register.  See TMEP §§706, 711.03. 
 
The following refusal raised in the previous 09/05/2023 Office action is maintained: Section 2(e)(1) 
refusal. 
 
SUMMARY OF ISSUES that applicant must address:
 
            • New Issue: Registration is refused on the Supplemental Register
 
Registration is refused on the Supplemental Register
 
Registration is refused on the Supplemental Register because the applied-for mark is generic and thus 
incapable of distinguishing applicant’s services. Trademark Act Sections 23(c) and 45, 15 U.S.C. 
§§1091(c), 1127; see TMEP §§1209.01(c) et seq.
 
In the present case, applicant seeks to register the applied-for mark "LEGAL HELP DESK" for "Legal 
Services; Legal Advisory Services; Legal Consultation Services." 
 
The test for determining whether an applied-for mark is generic is its primary significance to the 
relevant public. See USPTO v. Booking.com B.V., 140 S. Ct. 2298, 2304, 2020 USPQ2d 10729, at *5 
(2020); Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 786 F.3d 960, 965, 114 USPQ2d 1827, 
1830 (Fed. Cir. 2015) (quoting H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 
989-90, 228 USPQ 528, 530 (Fed. Cir. 1986)); TMEP §1209.01(c)(i). Making this determination 
involves a two-step inquiry: 
 

(1) What is the genus of services at issue?
 
(2) Does the relevant public understand the designation primarily to refer to that genus of 
services?

https://www.uspto.gov/trademarks/apply/abandoned-applications
https://teas.uspto.gov/erp


 
In re Cordua Rests., Inc., 823 F.3d 594, 599, 118 USPQ2d 1632, 1634 (Fed. Cir. 2016) (citing H. 
Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d at 990, 228 USPQ at 530; TMEP 
§1209.01(c)(i).
 
Regarding the first part of the inquiry, the genus of the services may be defined by an applicant’s 
identification of services. See In re Cordua Rests., Inc., 823 F.3d at 602, 118 USPQ2d at 1636 (quoting 
Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 640, 19 USPQ2d 1551, 1552 (Fed. Cir. 1991)); see also In 
re 1800Mattress.com IP, LLC, 586 F.3d 1359, 1361, 1363, 92 USPQ2d 1682, 1682, 1684 (Fed. Cir. 
2009).
 
In this case, the application identifies the services as "Legal Services; Legal Advisory Services; Legal 
Consultation Services," which adequately defines the genus at issue.
 
Regarding the second part of the inquiry, the relevant public is the purchasing or consuming public for 
the identified services. Loglan Inst. Inc. v. Logical Language Grp., Inc., 962 F.2d 1038, 1041, 22 
USPQ2d 1531, 1533 (Fed. Cir. 1992) (quoting Magic Wand Inc. v. RDB Inc., 940 F.2d at 640, 19 
USPQ2d at 1553). In this case, the relevant public comprises ordinary consumers who purchase 
applicant’s services, because there are no restrictions or limitations to the channels of trade or classes of 
consumers.  In addition to the evidence set forth in the previous Office action, which is adopted and 
incorporated herein by reference, additional evidence attached to this refusal demonstrates that the 
phrase “legal help desk” would be recognized by the purchasing public as referring to a type or 
category of legal services and that it therefore is generic for applicant’s services. See Attachments from 
the following:
 

Back Bay Staffing: https://www.backbaystaffinggroup.com/legal •
Niles Township: https://nilestownshipgov.com/205/Legal-Assistance•
Foundation Legal Help Desk: https://foundationlegalhelpdesk.org/•
Sorsa: https://www.sorsaschools.org/legal-help-desk/•
WaukeganTownship:https://www.waukegantownship.com/Calendar.aspx?EID=1849&month=7&year=2018&day=21&calType=0•
Lambda Legal: https://lambdalegal.org/helpdesk/ •
Welcoa: https://www.welcoa.org/resources/legal-help-desk/•
Mahoning County Probate Court: https://www.wfmj.com/story/40532199/mahoning-county-
probate-court-to-offer-free-legal-help-desk 

•

Help Desk Services for Businesses:https://www.8x8.com/blog/help-desk-services?locale=us •
 
Applicant cannot overcome this refusal by submitting a claim of acquired distinctiveness under 
Trademark Act Section 2(f). See 15 U.S.C. §1052(f). Such a claim would be insufficient because 
“generic terms cannot be rescued by proof of distinctiveness or secondary meaning no matter how 
voluminous the proffered evidence may be.” Royal Crown Co. v. Coca-Cola Co., 892 F.3d 1358, 1370, 
127 USPQ2d 1041, 1048 (Fed. Cir. 2018) (quoting In re Northland Aluminum Prods., 777 F.2d 1556, 
1558, 227 USPQ2d 961, 962 (Fed. Cir. 1985)); see TMEP §1212.02(i).
 
For the foregoing reasons,registration is refused on the Supplemental Register. 
 
 
 
How to respond.  File a response form to this nonfinal Office action or file a request form for an 
extension of time to file a response.  
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/Barbara Rutland/
Trademark Examining Attorney 
Law Office 101
(571) 272-9311
Barbara.Rutland@USPTO.GOV

 

RESPONSE GUIDANCE

Missing the deadline for responding to this letter will cause the application to abandon.  A 
response or extension request must be received by the USPTO before 11:59 p.m. Eastern Time 
of the last day of the response deadline.  Trademark Electronic Application System (TEAS) 
system availability could affect an applicant’s ability to timely respond.  For help resolving 
technical issues with TEAS, email TEAS@uspto.gov.

•

Responses signed by an unauthorized party are not accepted and can cause the application to 
abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

•

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•

https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/blog/ebiz/
mailto:TEAS@uspto.gov
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United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on February 8, 2024 for  

U.S. Trademark Application Serial No. 97659026

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action to avoid your application abandoning.  Follow 
the steps below.  

(1)  Read the Office action.  This email is NOT the Office action.  

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS).  Your response, or extension request, must be received by the USPTO on or 
before 11:59 p.m. Eastern Time of the last day of the response deadline.  Otherwise, your 
application will be abandoned.  See the Office action itself regarding how to respond.  

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).  

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.  

GENERAL GUIDANCE
Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.  

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.  

•

Beware of trademark-related scams.  Protect yourself from people and companies that 
may try to take financial advantage of you.  Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you.  We will never request your credit card number or social security 
number over the phone.  Verify the correspondence originated from us by using your 
serial number in our database, TSDR, to confirm that it appears under the “Documents” 
tab, or contact the Trademark Assistance Center.  

•

Hiring a U.S.-licensed attorney.  If you do not have an attorney and are not required to •
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have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process.  The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.  

 


